
SURPRISING PROGRESS ON HARMONISING GRACE PERIODS 

Is harmonisation of the grace period getting closer? Surprisingly, it could be. That's the 
message Peter Schechter of Edwards Wildman brought back from the AIPPI Forum & ExCo in 
Helsinki and delivered to AIPLA attendees last week

Schechter co-chaired the US committee that produced a country report on one of four questions 
debated at the AIPPI Congress this year, and also co-chaired the international committee. Speaking 
at the AIPPI-US meeting last week, he described the experience as "fascinating," saying he thought it
would be merely "an academic exercise," but he ended up being surprised by the extent of
agreement. In a vote on the resolution, 93% of delegations supported a single, simplified, 12-month 
grace period.

The responses to the questions posed on the grace period were "all over the map," said Schechter. 
"Most countries do have a grace period for patents but most of them are completely unusable – so
most lawyers and countries take the view 'we can't use it'." That meant, he said, that the overriding 
view was that the only way forward is to have a single, simple system.

Since the passing of the America Invents Act in the US, there seems to have been a softening of 
resistance to having a grace period in some major markets, notably in Europe. AIPLA Executive 
Director Q Todd Dickinson noted that the grace period was one of four major issues addressed by
the Tegernsee group of patent offices and that 51% of respondents to a recent study in Europe 
supported it. "A lot of the traditional institutional opposition in Europe is disappearing. There seems
to be movement," said Dickinson. However, he cautioned that any substantial reform is "a long way 
off."

Chairing the meeting, David Hill of Finnegan (right) said that the 
resolution on the grace period was one of four passed at the 
Helsinki meeting. The others concerned copyright term, the 
relevant public for protecting famous trade marks and relief other 
than injunctions in IP cases. He noted that all four resolutions 
"were supportable by our US group." A fifth resolution, on plain 
packaging, was passed by correspondence after the meeting despite 
US opposition. Shortly after, the European Parliament rejected a 
proposal to mandate plain packaging for tobacco products resulting 
in the unusual situation that, as Hill said, "the EU position is more 
favourable to trade mark owners than the AIPPI resolution".

Next year's AIPPI Congress will be held in Toronto. The working 
questions to be considered then cover second medical-use patents, 
the basic mark requirement under the Madrid Protocol, copyright exhaustion and IP licensing and 
insolvency. The US group will make reports on all four questions, and the process to analyse them 
will begin in February.
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